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Patent Number: 5210770
Patent Number: 5267271
Patent Number: 5452328
Patent Number: 5815526
Patent Number: 5991333
Patent Number: 6335821
Patent Number: 6341221
Patent Number: 6427001
Patent Number: 6427037
Patent Number: 6433742
Patent Number: 6438367
Patent Number: 6456242
Patent Number: 6456245
Patent Number: 6456764
Patent Number: 6483634
Patent Number: 6487406
Patent Number: 6490067
Patent Number: 6490259
Patent Number: 6505163
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Property Type Number
Patent Number: 6594356
Patent Number: 6621854
Patent Number: 6628943
Patent Number: 6636742
Patent Number: 6650616
Patent Number: 6665495
Patent Number: 6667967
Patent Number: 6678080
Patent Number: 6710424
Patent Number: 6711122
Patent Number: 6721415
Patent Number: 6721787
Patent Number: 6724883
Patent Number: 6748064
Patent Number: 6754323
Patent Number: 6754716
Patent Number: 6771971
Patent Number: 6775253
Patent Number: 6775258
Patent Number: 6785534
Patent Number: 6788660
Patent Number: 6792094
Patent Number: 6795530
Patent Number: 6804713
Patent Number: 6832249
Patent Number: 6836466
Patent Number: 6857007
Patent Number: 6859529
Patent Number: 6865237
Patent Number: 6866587
Patent Number: 6868268
Patent Number: 6873686
Patent Number: 6891807
Patent Number: 6901437
Patent Number: 6917605
Patent Number: 6931003
Patent Number: 6956941
Patent Number: 6967951
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Property Type Number
Patent Number: 6975622
Patent Number: 6975855
Patent Number: 6980089
Patent Number: 6985561
Patent Number: 6985724
Patent Number: 7006579
Patent Number: 7023978
Patent Number: 7027465
Patent Number: 7050962
Patent Number: 7051116
Patent Number: 7061379
Patent Number: 7062475
Patent Number: 7069483
Patent Number: 7079823
Patent Number: 7092986
Patent Number: 7106697
Patent Number: 7124435
Patent Number: 7145867
Patent Number: 7177285
Patent Number: 7180850
Patent Number: 7184444
Patent Number: 7190900
Patent Number: 7206806
Patent Number: 7209950
Patent Number: 7218637
Patent Number: 7224642
Patent Number: 7245201
Patent Number: 7248148
Patent Number: 7254709
Patent Number: 7266490
Patent Number: 7289456
Patent Number: 7355961
Patent Number: 7363030
Patent Number: 7412514
Patent Number: 7443790
Patent Number: 7451365
Patent Number: 7457345
Patent Number: 7457348
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Property Type Number
Patent Number: 7460609
Patent Number: 7463596
Patent Number: 7474853
Patent Number: 7477703
Patent Number: 7484005
Patent Number: 7496033
Patent Number: 7526203
Patent Number: 7555014
Patent Number: 7555273
Patent Number: 7564863
Patent Number: 7596533
Patent Number: 7609712
Patent Number: 7626918
Patent Number: 7706247
Patent Number: 7715712
Patent Number: 7734807
Patent Number: 7760664
Patent Number: 7760792
Patent Number: 7769374
Patent Number: 7814230
Patent Number: 7835350
Patent Number: 7835372
Patent Number: 7835897
Patent Number: 7852796
Patent Number: 7856011
Patent Number: 7869427
Patent Number: 7911979
Patent Number: 7924906
Patent Number: 7937081
Patent Number: 7941149
Patent Number: 7957356
Patent Number: 8031800
Patent Number: 8107377
Patent Number: 8116315
Patent Number: 8117068
Patent Number: 8160863
Patent Number: 8175613
Patent Number: 8195442
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Property Type Number
Patent Number: 8200211
Patent Number: 8224909
Patent Number: 8351924
Patent Number: 8380481
Patent Number: 8423630
Patent Number: 8533278
Patent Number: 8600372
Patent Number: 8611320
Patent Number: 8671216
Patent Number: 8719326
Patent Number: 8780770
Patent Number: 8812665
Patent Number: 8913618
Patent Number: 8923846
Patent Number: 9230039
Patent Number: 9432842
Patent Number: 9554304
Patent Number: 9648122
Patent Number: 9918222
Patent Number: 9930575
Patent Number: 10051077
Patent Number: RE42122
Patent Number: RE42227
Patent Number: RE42232
Patent Number: RE42539
Patent Number: RE42883
Patent Number: RE43163
Patent Number: RE43704
Patent Number: RE43746
Patent Number: RE44904

CORRESPONDENCE DATA
Fax Number:

(559)433-2300

Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent
using a fax number, if provided; if that is unsuccessful, it will be sent via US Mail.

Phone:

Email:
Correspondent Name:
Address Line 1:
Address Line 2:

5594332240
ssmith@mccormickbarstow.com
SHANE G. SMITH

7647 N. FRESNO ST.

P.O. BOX 28912
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Address Line 4:

FRESNO, CALIFORNIA 93729

ATTORNEY DOCKET NUMBER:

88154-00007

NAME OF SUBMITTER:

SHANE G. SMITH

SIGNATURE:

/Shane G. Smith/

DATE SIGNED:

11/05/2020

This document serves as an Oath/Declaration (37 CFR 1.63).
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SETTLEMENT AND LICENSE AGREEMENT
This Settlement and License Agreement (the “Agreement”) is made by and between
CommWorks Saiuﬁnns, LLC a Georgia Limited Liability Company (“LICENSOR”}, and

Unwired Broadband, Inc., a California corporation (“LICENSEE™).

RECITALS

WHEREAS, LICENSOR is the owner of all right, title and interest in and to certain
intellectual property listed on Schedule 1 hereto;

WHEREAS, LICENSOR and LICENSEE and have agread to certain releases and licenses
for any and all past, present, and future actions with respect to the Licensed Patents and the
Licensed Products on the terms and counditions set forth herein.

WHEREAS, LICENSEE enters into this agreement without rmoaking any admissions of fact
or liability, whether express or implied.

NOW, THEREFORE, in consideration of the foregoing premises and the mutual covenants
contained herein and other good and valuable consideration, the receipt of which is hereby

acknowledged, the parties do hereby agree as follows:
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AGREEMENT
1. Definitions.

1.1 “Effective Date” means the date or the last of the dates, if different, on which this

Agreement is executed by all the parties.

1.2 “Licensed Patente” shall mean (i) those patenis and patent applications on
Schedules 1, and/or any other patents or patent applications owned by LICENSOR; (i1} any patents
or patent applications to which a claim of priority is or could be made by the patents identified in
() {(or any coniinuations, continvations-in-part, divisionals, reexaminations or reissues of the
patents identified in (i)}; (iii) any continuations, continuations-in-part, divisionals, reexaminations
or reissues of any of the aforesaid patents or patent applications; and (iv) any foreign counterparts
of any of the foregoing.

1.3 “Licensed Products” shall mean any product, system, technology, specification,
method, software, material or service made, used, sold, offered for sale, or imported by
LICENSEE, which products and services are covered by one or more claims of the Licensed

Patents.

2. Release, Dismissal and Grant of License,

2.1 Upon payment of the entire License Fee, LICENSOR hereby fully and
unconditionally releases, acquits and forever discharges LICENSEE from any and all actions,
causes of action, claims or demands, liabilities, damages, atiorneys’ fees, court costs, or any other
form of claim or compensation, known or unlnown, relating to, based upon, or atising out of, any
infringement of the Licensed Patents.

2.2 LICENSEE, for themselves and for their successors and assigus, release
LICENSOR, their officers, directors, shareholders, managing members, emplovees, agents,

advisors and attorneys from lability related to the Licensed Patents, and the conduct of settlement
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negotiations occurring before the Effective Date {except for representations or obligations

expressly inchuded in this Agresment).

23  Upon payment of the entire License Fee, LICENSOR grants to LICENSEE
effective as of the Effective Date, a nov-exclusive, perpetual, world-wide, fully paid-up, royalty-
free, non-sublicensable (except as described in this Paragraph 2.3) Heense in all fields under any
one or all of the claims of the Licensed Patents to make, use, sell, import, lease, offer io sell,
distribute, or otherwise dispose of any Licensed Products, subject to the subscriber cap set forth in
this Paragraph 2.3. The iicénse coverages granted under this Paragraph 2.3 shall extend up fo, but
not exceed, [ subscribers of LICENSEE’S Licensed Products. Upon payraent of the entire
License Fee, LICENSOR also hereby granis to LICENSEE, effective as of the Effective Date, the
right to convey to customers, under any of the Licensed Patents, the right o use such Licensed
Products that are furnished divectly or indirectly to such customers.

24  The rights granted vnder this Section 2 to LICENSEE shall also extend to any
corporation, company, joint venture, parinership, firm, subsidiary conirolled by, controlling, or
under common conirol with LICENSEE, where “control” means the direct or indirect ownership
or confrol (whether through contract or otherwise) of {ifty percent (50%) or more of the stock or
shares entitled to vote for the election of directors in the case of corporate entities and in the case
of non-corporate entities, fifty percent (50%) or more of the equity interest with the power to divect
management policies or the power to direct management regardless of equity interest. Such
entities shall be defined as “Affiligtes” for the purpose of this agreement,

2.5  Notwithstanding any other provisions of this Agreement, including but not limited
to Sections 2.1 through 2.4 of this Agreement, nothing herein shall be constroed as conferring 2

license, covenant not to sue, or release of any third perty except as expressly provided in this
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Agreement. Moreover, except as expressly provided in this Agreement, nothing in this Agreement

shall be construed to confer any rights on any third party by estoppel.

2.6 LICENSEE may record this Settlement and License Agreement with the United
States Patent and Trademark Office or other applicable government entities, provided that Sections
'3 2, 4, 5, 6, and the signature page are redacted from the version so recorded, However,
LICENSEE shall provide a redacted copy of this Agreement that LICENSEE intends to record to
the LICENSOR and shall not record the redacted copy absent consent of the LICENSOR, which

consent shall not unreasonably be withheld.

3. Warranties and Representations.
3.1 LICENSOR makes the following representations and warranties:

a. LICENSOR owns the entire right, title and interest in and to their respective
Licensed Patents, and the inventions disclosed and claimed therein;

b. LICENSOR has the right to enter into this Agreement with LICENSEE;

c. There are no liens, conveyances, mortgages, assignments, encumbrances or
other agreements or obligations which would prevent or impair the full and complete privileges
granted by LICENSOR. pursuant to the full terms and conditions of this Agreement; and

d. LICENSOR has not entered and shall not enter into any other agreements
which would interfere with the rights, privileges and immmunities grented herein by LICENSOR
during the full term of this Agreement.

e. in the event LICENSOR exclusively licenses, sells, assigns or transfers any
right, tille or other interest in any of the Licensed Patents, or any portion of the patents, such
exclusive license, sale, assignment or transfer shall be subject to the releases, covenants and
licenses granted in this Agreement.

3.2 LICENSEE warrants and represents that

0881 54-000607 70513592
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a. it has the right and authority to enter into this Agreement;

b. it is a corporation organized and in good standing under the laws of the State

of California.

4. Consideration.

A, Terms and Termination.
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7. Assignment and Transfer,

7.1 Travsfer. LICENSOR may freely assign and fransfer any or all of its rights and
obligations under this Agreement and any or all of its rights and obligations in one or more of the
Licensed Patents without LICENSEE’s approval, The Heense, rights and obligations of
LICENSEE arising under this Agreement are personal to LICENSEE. LICENSEE may not assign
or transfer {collectively, “Transfer”) any of its license, rights or obligations granted under this
Agreement, except as set forth below in this Paragraph 7.1.  Any atteropted Transfer not
specifically permitted by this Paragraph 7.1, whether by operation of law or otherwise, shall be
void,. LICENSEE may Transfer, without the consent of LICENSOR, not less than all of
LICENSEF’s license, rights and cbligations arising under this Agreement to the third party
purchaser of LICENSEE, which purchaser acquires all or substantially all of the assets of
LICENSEE or all of the business of LICENSEE which is covered by the Hoense granted herein or
is the party into which LICENSEE merges (“Third Party Successor”). The license and rights that
may be Transferred to said Third Party Successor shall cover and apply to LICENSEE’s Licensed
Products as provided by LICENSEE prior to the acquisition date and modifications to such
products and/or services up to and including, but not exceeding, || sobscribers of
LICENSEE’S Licensed Products as specified in Paragraph 2.3 herein, but in any event, shall not
cover and apply to the products, services, technology, assets or business operations traceable to
the Third Party Successor or its subsidiaries or Affiliates that are in excess of the |}
subscribers of Licensed Products covered by the License granted by LICENSOR fo LICENSEE
herein, Onee such g permitied Transfer has occurred, the Third Party Successor shall be bound by
all termos, conditions, restrictions and definitions set forth in this Agreement. For purposes of this
Paragraph 7.1, the term “Transfer” specifically (a) excludes any transection described in Paragraph

7.2 or Paragraph 7.3 below; and (b} includes Transfers through mergers in which LICENSEE is
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not the surviving entity.

7.2 Spiv-offs, In the event a LICENSEE business unit, division or operation {or its

products, services, technology or assets), which is rightfully operating under the license and rights
granted in this Agreement, is sold, transferred or assigned to or merged with a party other than the
Third Party Successor, said business unit, division and operation and iis products, services,
technology and assets shall be covered by said license and rights as a Third Party Successor,
However, said coverage shall only relate to LICENSEE’s Licensed Producis as provided by
LICENSEE and that are spun-off.

7.3 Acguisitions By LICENSEE., Inthe event LICENSEE acquires, or remains as the
surviving entity in a roorger with, another company or business, or acquires products, services,
technology, assets or business operations of said company or b‘usinf;ss, then the license and righis
granted to LICENSEE under this Agreement shall cover and apply to said other company’s or
business’s Internet service subseribers, provided that the sum of the subscribers served by
LICENSEE and the other company or business does not exceed -subscribars in total. The
license and rights grented to LICENSEE under this Agreement shall not otherwise apply to or
cover any other products, services, techuology, assets or business operations traceable to the
acquired or non-surviving company ot business subject to this Paragraph 7.3.

7.4 NWotice of Event. LICENSEE shall give notice to LICENSOR of any event that
would require a transfer of rights under this Agreement under either of Paragraph 7.1 or Paragraph

7.2 sbove. Such notice shall be received within thirty (30) days of such event.

8. Miscellaneouns,
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8.1. Entire Agreement. his Agreement sets forth the entire agreement and
understanding between the parties as to the subject matter hereof. This Agreement shall not be
extended, supplemented or modified in any manner except by a written instrument executed by

duly authorized representative of the parties,

8.2. Governing Law.  This Agreement shall be governed by, and interpreied and

construed in accordance with, the domestic law of the state of Georgia without giving effect to any
choice of law provision or rule (whether of the state of Georgia or any other jurisdiction) that
would cause the application of laws of any jurisdiction other than the state of Georgia. The Parties
hereby submit to the nonexclusive jurisdiction of, and waive any venue objections agaiust, the

federal courts located in the Northern District of Georgla.

8.3. Successors in Interest. Subject to the provisions detailed in this Agreement with
respect to transferability of the rights granted to LICENSEE, this Agreement shall be binding upon
and inure to the benefii of the Parties hereto and their respective successors and assigns. To the
extent not provided for by operation of law, the Parties shall require any successor or assign to
agree 1o be bound to the terms and conditions of this Agreement as a condition precedent to such

succession or assignment.

8.4. Agreement Construction. The following rules shall be applied in the construction

of provisions of this Agreemennt:

&.4.1. The Parties have each been represented by counsel in the nepotiation of this
Agreement and have jointly prepared this Agreement with counsels’ assistance. In the eventofan
ambiguity or a question of contract interpretation arises, no provision of this Agreement shall be

construed based on any particular Party having drafted the Agreement or such provision.
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842, Neither the history of negotiations between the Parties, nor the fact that provisions
of this Agreement {or portions thereof} have been inserted, deleted or modified in the course of
preparing Agresment drafts, shall be used to construe the meaning of any provision, except as

perrnitted by law.

R.4.3. As used in this Agreersent, (g) veutral pronouns and any derivations thereof shall
be deemed to include the feminine and masculine and all tenms used in thé singular shall be deemed
to include the piuraﬁ and vice versa, as the context may require; (h) the words “hereot,” “herein,”
“hereunder” and other words of similar import refer to this Agreement as a whole, including afl
exhibits and schedules as the same may be amended or supplemented from time to time, and not
to any subdivision of this Agreement; (¢} the words “Party” and “Parties” rafer, respectively, to a
party or to both of the parties to this Agreement; {d) the word “including” or any variation thereof
means “including, without limiation” and shall not be construed to limit any general statement
that it follows to the specific or similar items or matters immediately following it; (&) the word
“or” shall be interpreted in its inclusive sense unless there is an express limitation to the contrary,
such that, for example, absent such express limitation, a provision of the form “A or B” shall be
satisfied by “A” alone, “B” alone, or “A and B” together; and (f) explicit references to a particular
Section hereof shall be desmed to include a reference to the subsections, if any, associated with
the Section as well. This Agreement shall be fairly interpreted in accordance with its terms and
without any strict construction in favor of or against either Party.

8.5. Severability. If any provision of this Agreement is found or held to be invalid or
unenforeeable by a court or other decision-making body of competent jurisdiction, the remainder
of this Agreement shall remain valid and enforceable to the greatest exient aﬁowéd by such court

or body under law.
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B.6. Any notice or comuynunication reguired or permdited to be given by any Part
p Yy any

hereunder shall be in written form and shall be considered to be sufficiently given if mailed by

registered or certified mail or transmitted by overnight courier, addressed to the Parties hereto as

follows:

To LICENSOR: CommWorks Solutions, LLC
44 Milion Ave.
Suite 254
Alpharetta, GA 30009
Attn: Manager

To LICENSEE: Unwired Broadband, Inc.
2153 W, Fallbrook Ave.
Suite 203
Fresno, CA 9#3711-5880
At CEC

Copy To: Shane G, Smith, Esq.

MecCormick Barstow, LLP

7647 N. Fresno St

Fresno, CA 93729-8012

Tel. (559} 433-2240

ssrotth@mecormickbarstow.com

g.7. Marking. LICENSEE will mark its Licensed Products acknowledging the license

for the Licensed Patents in a manner consistent with the nature of the Iifernet services provided
by LICENSEE. In the event LICENSOR believes any marking deficiency has oceorred, or if
LICENSOR helieves any breach of this provision has occurred, LICENSCR. shall provide
LICENSEE with written notice of any alleged marking deficiency. Such notice shall specifically

identify any alleged deficiency and shall provide LICENSEE with a sixty (60) day cure period in

088154-000007 76913592
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which LICENSEE may cure the alleged deficiency without recourse by LICENSOR. To the extent
required and allowable by then current law, LICENSEE will post to an appropriate portion of ils

website “Licensed Under U.S. Patents owned by CommWorks Solutions, LLC.” LICENSOR and

LICENSEE acknowledge that any marking fatlure is not a material breach of this Agreement.
Sheould g judicial determination of false marking occur, the parties agree that LICENSEE will be
excused from this obligation. Should an accusation of false marking occur, LICENSEE will be
allowed to mitigate 15 damages by removing the marking until a final judicial de‘immination
regarding the false marking is made.

&.8. Headings. Descriptive headings and titles used in this Agreement are inserted for

convenience of reference only and do not constituie a part of and shall not be wiilized in interpreting

this Agresmaent,

8.9, Counterparts; Facsimile Signatures. This Agreement may be executed as duplicate
originals, both of which shall be regarded as one and the same instrument, and each of which shall

be the official and governing version of this Agreement. This Agreement may be execufed by
facsimile signatures, In addition, single or duplicate originals of this Agreement may be executed
by the Parties with multiple counterpart signature pages, where each individual Party executes a

separate signature page, provided however that every Parties execute a signature page.
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IN WITNESS WHEREQF, the Parties hereto have caused this Patent License and

Settlerment Agreement to be executed by duly authorized officers effective on the Effective Date.

CommWorks Selutions, LLC (“LICENSOR™)

upWired Breoadband, Inc. (“LICENSEE")
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US Patent US Patent US Patent US Patent US Patent

5210770
5267271
5452328
5815526
5991333
6335821
6341221
5427001
6427037
6433742
6438367
6456242
6456245
6456764
6483634
64874086
5450067
5450259
6505163
6594356
66213854
6628543
6636742
6650616
6665485
6667367
5678080
6710424
6711122
6721415
§721787
6724883
65748064
6754323
6754716
6771971
§775253
8775258
6785534

6788660
67820584
6795530
6804713
6832248
6836466
6857007
6859528
6865237
6866587
6868268
6873686
6821807
5901437
6917605
6231003
6956941
6967951
8975622
6975855
5380089
6985561
6885724
7006573
7023878
TO2Z7465
7050962
7051116
7061379
7062475
7069483
7079823
7052986
7106697
7124435
7145867
7177285
7180850
7184444
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71803800
7206806
7208850
7218637
7224542
7245201
7248148
7254709
72664580
72894586
7355961
7363020
FAL2514
7443730
7451365
7457345
7457348
7460609
7463596
7474853
7477703
7484005
7496033
7526203
7555014
7555273
7564863
7596533
7605712
7626918
7706247
T7i5712
7734807
7760664
7760752
7769374
7814230
7835350
7835372

RECORDED: 11/05/2020

SCHEDULE 1

7835887
7852796
7856011
7869427
7911978
7924906
7937081
7941149
7957356
8031300
8107377
8116315
8117068
81680863
8175613
8195442
§200211
82249089
2351524
83804381
8423830
8533278
8600372
8611320
8671216
8719326
8780770
8812665
8913618
8923846
9230039
0432842
9554304
5648122
9318222
8930575
100531077
RE42122
RE42227

RE42232
REA2539
RE42323
RE43163
RE43704
RE43746
RE44804

Foreign Patent
CAZ310783
CA2581734
CNZLO0808958.2
CNZL99806247.2
DEEDU37651.6
DEBO042650.5
DEGO0485671.0
DESO121054.8
DEG(123282.8
DEGD1A5827.3
DESO2005053126.2
DEGDZ244331.8
DEG9934114.0
EP1080587
EP1150530
EP1151567
EP1192811
EP1269688
EP1336268
EP1350354

EP 1405453
EP17I7670
ESI080587
ESiioz8il
F106507
Fiiosel4
Fi108979
F1109506
F11125€5
Fl4118
FR10O80BE7
FR11336268
FR1150530
FR1151567
FR1192811
FR1269688
FR1405453
FR2794211
GB1080587
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Foreign Patent
GB1150530
GRB1151567
GR1183777
GB1182811
GB1269688
GB1336268
GB1350354
GB1405453
GB1797670
IT1080587
171183777
171192811
3P3810956
IP4284829
1P4365374
1P4777580
IP4874550
NL1080587
SE1080587
SE11S0530
SES22377
TWIi171698
TW1183532
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