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AGREERENT FOR RELEASE OF INVENTION RIGHTS
AND ASSIGNMENT OF RIGHTS TOROVALTIES

WHEREAS, lohn R Marcianie, Willlam 8 Donaldson, Richard Roldes Minventors™) have
conceived and disclosed (o Unbversity of Rochester, an invention titled “Method and Apparatus for
peasurament of Optical Pubses with Enhanced Oynamic-Range and incressed Bandwidth”, UR
Technology Number 3-111858-0%036 "nvention™); and

WHEREAS, the said invention was conceived andfor frst reduced to practics under the
auspices of Unbeersity of Rochester, a State of Mew York nonprofit, taeesempt, educational institution
located in Rochester, New York {referredio herain as “Rochester™); and

WHEREAS, rights of the Inventors and Bochester in the heniion are governed by the terms of
the University of Rachester Palicy on intelleciual Property and Technology Transfer dated Februamy §,
1897, and revised Movember 1, 2004, lune 13 2013 and October 231, 2013 and a5 may be further
updated; and

WHEREAS, Facully invenitor acknowledges the US Sovernment has certaln vights in the
invention and that rights 1o the Invention are subledt to certaln terms and conditions impoased by US
Governmend and

YWHEREAS, inventors assert they have made g full disclosure of the invention and of &l thivd
party inferest of which Inveniors are aware.

WHEREAS, Rochester has incurred expenses in the fling of U5, Patent Applications Serigt Mo,
12114356, [US issued Patent no. 8,044,658%] drawn o the invention {"Paten? Expanses” ) and

WHEREAS, pursuant o the Unbversity of Rochester Policy on intelleciusl Propsrty and
Technology Transfer, Rochester has determined that it does not wish to participate in the sale or
Hoensing of the invention, and that itis willing 10 relesse 1o the Faculty inventors Rochester’'s interest
therein, sublect to Facully inventors’ agreemsent o share revenue received 25 described in the
Agresment;

MOW, THEREFORE, the parties herelo agree as follows,

i Subject to DOE approval of Rochesters reguest to assign vention dghis to nventors,
Rochester hevely relesses, conveys, gssigns and transfers to the Faculty oentors, and 1o thelr helrs,
axscutors, administrators and assigns, and Paculty nventors hevely accept the relesss, conveyance,
assignment and travefer from Rochester of sl of g vight, title and interest in and o the wention,
inchading, without Brdtation, any patents [ fMedl specifically covering said Invention [Technolopy il %
11155-07026! and any and &8 know how and matedals in regards o sald fnvention, free and cleer of
arry and all encumbrances held in favor ofor by third parties thereio.

2. Due to the bmminent deadiine for payment of the 8% year maintenance fes due for US
8,044,655, inventors have regusested and Rochester has agreed to instruct #s Patent Annulty Sendce
provider o pay the fes angd inventors have agreed to reimburse Rochester for the fee and associated
costs in an amount not to exceed %2,400.00 in full, within 30 days after Rochester this Agreement is
executed.
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3 Faculty Inventors shall pay Rachestar- percent) of Faculty Inventors share of
revenue received from the commercizlization of the Invention toward reimbursement of Patent
Exgenséﬁ {as cﬁeﬁnecﬁ beéaw} umtsi such Patent Expenses have besn complstebs o ‘

LISD), {the “Patent Expenses”}.

4, Revenue Sharing. Once Patent Expenses have been fully nabd snd cumulative sales of produets
and services have reac LSH), Faculty Inventors shall
share with Rochester per«:&m} of revenue received by Faculty lnwventors from the
commercialization of the nvention.

5. Faculty Inventars, on behalf of themselves and theilr helrs, exesgors, administrators and
assigns, shall keep full, true, and accurate books of accounts containing all particulars that may be
necessary for the purpose of showing the amounts pavabile to Rochester hereunder. FPacully Inventors
shall provide 10 Rochester annual accountings concermning the patenting, use, licensing, sublicensing,
sale, transfer or assignment of the invention, the terms thereof and the amounts due Faculty Inventors
angd Rochester therefrom and such other information as Rochester may reasonably regusst from time
1o time. Such Snnual Sceounting will be made within fifteen {15} deys of sach anniversary of the date
of exection of this Agreement., A payments 1o Rochester will be distributed according to standard
procedures, axcent that Faculty Inventors will not receibve 3 share of payments to Rochaster,

Within fificen {15} days of the third anniversary of the date of execution of this Agreemant, and gach
anniversary thereafter, the Faculty inventors shall have the dght 1o reassign the inverndion back to
fiachester thereby releasing the Facully inventors from thelr obligations under this Agresement. Under
such reassignment, Rochaster will have the absolute sight 1o any revenues recsived from the invention
with no further obligation to the Fagulty Inventors, except the Faculty Inventoss, following such
reassignment, shall be entitied to receive thelr portion of the inventory shame of any royaltles
fochester distributes 35 3 result of commerdialization of the Invention afier the reassignment.

g, Faculty lvventors represent that, to their knowledge, they are the ondy lnventors of the
invention. Faculty Inventors further agree that ¥ other individuals cordribute to the Invention, then
those additionst contributions will be contingent upon the Paculty invemtors oblaining agresments
assigning full ownership ard cordrol of those additions! contributions 1o the Fasulty Inventors withowt
cost to Rachester; provided, however, that i and 1o the extent any such rights are determined o have
been assigned or are reguired 1o be assigned to Rochester, it shall assign or cause the same to be
assigned to Faculty invertors. The Facully lnwventors hereby grant o Rochester, 3 perpetusl
irrevacable, non-exclusive, non-transferable, rovalty-free ficense 1o practice said invention internally
for educational and research purpeses only {the "Ressrvation of Rights™). Faculty lnventors hereby
release, now and forever, any and alf daims, known or unknown 35 of the Efective Date, they have or
may have against Rochester that relats 1o Rochester's handling, management, or commerscialization of
the lewvention and any related Intellectua! Propesty.

Z. Faculty Invertors shall indemnife and bold Rochester and iy trustees, divectors, officars,
employess and affifiates harmidess from and against any and all claims, demands, losses of cauges of
action {together, “Claims™} related in any way 10 the production, marketing or commercialization by
Faculty inventors of the invention; Brovided, however, that in no event shall Faculty inventars have any

ahligation whatsoever for or an account of any such Clalms based on or atherwise resulting from
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ROCIESTER

negligent acts or misconducts or omissiaon on the part of Rochester, induding, without imitation, 3
breachof this Agresment or under its Reservation of Rights,

8. Paymant checks shall be made pavable to “Unbversity of Rochester™ and payments and
carrespondence sent 00

Unbversity of Bachester

U Ventures

Bax LRY

601 Efmwood Avenue

Rachester, NY 14642

Attn: Contracts &dministeator, UR Yentures

4 Faculty tnventors understand that said nvention & being assigned to them for thelr own
persanal acthvities. Bochester does not have any responsibility o further develop the invention, and
Rachester shalf not be obligated 0 expend any additional funds fncluding without imits any further
patent prosecution or maintenance payments), eguipment, facilities or other resources. Faculty
Inventors agree not 1o use any Rochester funds, eguipment, facilities, or other resources o patent,
markst, Hcense, sell or gtherwise commercially develop sald fnvention after execution of this
Agreement withaut fochester’s prioe written approval and full reimbursement of the casts of such
use. Faculty Inventor understands that rights beling released to bim or her cover only the present
invention and not Future related inventions or improvements to the present invention that may be
subseguently concelved as research continues. The foregoing notwithstanding, Faculty inventors are
free 1o perform continued research at Rochester relating to the Invention. The rights of Facully
inventors and Rachester in any improvements to the lavention or new inventions stemming from this
continued resesrch & Hochetlier will be governad by, to the edent 3pplicable, the terms of the
University of Sachester Palicy on inteliectual Sroperty and Technology Transfer current 3t that time.

ia EXCESY AS OTHERWASE EXPRESSLY SET FORTH IN THIS AGREEMENT, ROCHESTER, 1S
TRUSTEES, DIRECTORS, OFFICERS, EMMPLOVEES, AND AFFILIATES MAKE NO REPRESENTATHONS AND
EXTEND NO WARRANTIES OF ANY KIND, EITHER EXPRESS OR IMPLIED, INCLUDING BUT NOT UMITED
TO WARRANTIES OF MERCHANTARIUTY, FITMNESS FOR & PARTICULAR PURPOSE VALIDITY OF BATENT
RIGHTS CLAIMS, IBSUED OF PENDING, AND THE ADSENCE OF LATENY OR GTHER DEFECTS, WHETHER
OR NOT DISCOVERABLE., NOTHING B THES AGREEMENT SHALL BE COMNSTRUED AS A REPRESENTATION
MADE OR WARRANTY GIVEN BY ROUHESTER THAT THE PRACTICE 8Y PACULTY INVENTORS OF THE
INVENTION GRANTED HEREUNDER SHALL NOT INFRINGE THE PATENTRIGHTS OF ANY THIRD PARTY OR
OTHER PATENT RIGHTS OF ROCHESTER. MO LICENSE & PROVIDED OR IMPUED TO FACULTY INVENTORS
T OTHER PATENT RIGHTS OF ROCHESTER, WCLUDING BUY LIMETED TO OTHER PATENT RIGHTS OF
ROCHESTER MNECESSARY TO PRACTICE THE INVENTION. 1N MO EVENT SHALL EITHER PARTY BE LIABLE
TO THE OTHER PARTY {AND IN THE CASE OF ROUCHESTER, ITS TRUSTEES, DIRECTORS, OFFICERS,
ERAPLOYEES) OR ANY AFFILIATE THEREDF FOR INCIDENTAL OR CONSEQUENTIAL DAMAGES OF ANY
KEND, INCLUDING ECONORMIC DAMAGE O INJURY TO PROPERTY AND LOST PRONTS, REGARDLERS OF
WHETHER ROUHESTER SHALL BE ADVISED, SHALL HAVE OTHER REASON TO KNOW, OR 1N FACT SHALL
KMNOW OF THE POSSIZHITY.

11, This Agreament may not b assigned without the priorweitten mutus! consent of the parties.

iz This Agreement shall be governed by the laws of the State of Naw York.
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BN OWATNESS WHEREDE, this relesse and assignment has bean duly exscuted by Rochester and
the Faculty Inventors as of the date set farth below,

FACULTY INVENTOR UNIVERSITY OF ROCHESTER
ay. John R, Marciante
, i ,

cate: | 2300t 2019

Pegedof §
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MON-PETITIONING INVENTOR STATEMENT

Grantes/Contractor Organization: University of Rochester
UR Ventures Case Number: 3-111883-¢7826

Visclosure Title: Method and Apparatus for Measurement of Uptical Pulses with
Enbanced Dynamic-Range and Incressed Bandwideh

Inventor(s) Jehe R Marcionie; William X Uonaldsoen; Richard Reldes

Grant Munber: DE-FOS2-928F194680

Taxt
FIR MNumber 7T0471081-07-0811

1 am aco-inventor of the above referenced invention disclosure. It s my understanding
that the University of Rochester has elected not to retain title to this invention and that
University of Rochester may permit one or more of the inventors © request a title waiver
from the LLS. Government.

1 hereby cernfy that [ do not wish o reguest a waiver of title from the US. Government
for the above referenced invention,
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Patent Report

The report you requested is displayed below.
Click on the Invention Report Number to go directly to the selected invention report record.
Click on the Patent Docket Number to go directly to the selected patent record.

Invention Report Number: 7947181-87-9911
Grantee/Contractor Organization: UNIVERSITY OF ROCHESTER
Grantee/Contractor Organization Code: 7047101

DOE S Number: T-103338

Confirmatory License Accepted Date:
Confirmatory License Reject Date:
Government Support Clause Accepted Date:
Government Support Clause Reject Date:

Patent Docket Number: 27-9931-83
Provisional Patent Application Number: 69/916,059
Filing Date of the Provisional Patent Application: 95/04/2007
Non-Provisional Patent Application Number: 12/114,956

Filing Date of the Non-Provisional Patent Application: ©5/05/2008
PCT Patent Application Number:
Filing Date of PCT Patent Application:

Patent Number: 8044655

Patent Issue Date: 10/25/2011

Patent Expiration Date: 11/14/2028

Type of Patent Application: ORD

U.S. Patent Title: Method and Apparatus for Measurement of Optical Pulses with Enhanced Dynamic-Range and Increased Bandwith

Patent Keyword(s):

Patent Inventor(s):

e Richard G Roides
e« William R Donaldson
« John R Marciante

Foreign Filings:

Patent Status: ASSIGN TO INVENTOR(S)
Third Party Name:

Parent Patent Docket Number:

Parent Patent Organization Code:

Other Related Inventions:

Other Organizations to View Patent:

Patent Creation Date: ©5/22/2007 01:13 PM
Patent Last Updated Date: 10/24/2019 11:28 AM
Confirmatory License Document: Confirmatery License

Confirmatory License Rejection Comment:

Final Patent Rights Determination:

Government Support Clause Document: Government Support Clause
Government Support Clause Rejection Comment:

Patent Other Documents:

waiver - RIR

Back il Paient Report
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Young,Phoebe

From: Piasso, Jooba <jooba.piasso@-.gov>

Sent: Tuesday, April 12, 2022 11:23 AM
To: Young, Phoebe
Subject: RE: RESPONSE REQUESTED FW: EIR 7047101-07-0011/ DOE DE-FC52-92SF19460

*CAUTION: External Email**

Phoebe,

The acknowledgment of rights have been confirmed and approved. Please continue to keep our office updated on
licensing and maintenance fee payments.

Thank you,

From: Young, Phoebe <PAYoung@kilpatricktownsend.com>

Sent: Tuesday, April 12, 2022 9:48 AM

To: Piasso, Jooba <jooba.piasso@-.gov>

Cc: Largent, Craig <clargent@kilpatricktownsend.com>

Subject: [EXTERNAL] FW: RESPONSE REQUESTED FW: EIR 7047101-07-0011/ DOE DE-FC52-925F19460

Good morning, Jooba —

As a reminder to the email below, we await your confirmation that that DOE has approved of the assignment of the
University of Rochester’s rights to the inventors as stated in Section 1 of the Agreement for Release of Invention Rights
and Assignment of Rights to Royalties.

Please provide confirmation at your earliest opportunity.

Thank you,
Phoebe

Phoebe Young

From: Young, Phoebe

Sent: Monday, April 11, 2022 9:41 AM

To: 'Piasso, Jooba' <';£soba.géasse3§_;g9_\i>

Cc: Largent, Craig <glargemnt@kilpatrickiownsend com>; John Marciante <ighn.marciante @rampholonics.com>
Subject: RE: RESPONSE REQUESTED FW: EIR 7047101-07-0011/ DOE DE-FC52-92S5F19460

Good morning, Jooba —
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Please see the attached email acknowledgements from each inventor regarding their understanding of government use
rights in the patent and promise to keep your office updated on licensing and maintenance fee payments.

Please confirm that DOE has approved of the assignment of the University of Rochester’s rights to the inventors as
stated in Section 1 of the Agreement for Release of Invention Rights and Assignment of Rights to Royalties (also
attached).

Thank you,

Phoebe

Severs Do
1

PATENT
RECORDED: 04/22/2022 REEL: 059681 FRAME: 0978



