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AGREEMENT TO ASSIGN INVENTION

This Agreement to Assign Invention is made as of April 13, 2022 (the “Effective Date™) by and
between the University of Maryland, Baltimore, a constitusnt institution of the University Systern of
Maryland (which is a public corporation and an instrumentality of the State of Maryland) (*UMB”}, and
Florence Aslinis and Eric Goldberg (colleatively referred 1o as “Inventors™).

BACKGROUND

Each inventor was an employee of UMB at the time of disclosure. Inventors
assigned all of their right, title, and interest to UMB in the invention described on
Exhibit A {the “Invention”). That assignment was recorded with the U.S. Patent and
Trademark Qffice (“USPTO), as described on Exhibit A, UMB has fled the patent
application(s) regarding the Invention set forth on Exhibit A,

UMB has determuned not to commiercialize the Invention. Therefore, UMB
agrees o releass and assign the Patent Rights associated directly with the Invention back
to the Inventors on the terms and conditions set forth in this Agreement.

NOW TH&REFORE, in consideration of the mutual promises contained herein,' and other good
and valuable consideration, the receipt and sufficiency of which are hereby acknowledged, the parties-
agree as follows:

- {. Approval, Fach Inventor ackaowledges receipt of a letter dated April 13, 2022, from UMB’s
Office of Technology Transter (“OTT™). Each Inventor represents to UMRB that he/she received approval
from histher department chair and dean fo receive the release and assignment of the Iavention fmm U\'LB

This does not apply if the inventor isho iongvx a UMRB employee.

2. Assignmens, If UMB receiv &3 the agreement to assign invention executed by all inventor(s),

UMB shali promptly execute and deliver to Tnventors an Assignment of the Invention. The Assignment

shall be in legally sufficient forry (a) for recordation in the USPTO, and (b) to effectuate a transfer to

~ Inventor(s} of all.of UMB's right, title, and interest in the Invention mzbgec? to the license retained in thm
Agresment}.

3. Patent Protection, Following the release and assignment of the Invention, each Inventor
undsrstands that he/she will thereafter be personally responsible (financially and otherwise) for filing,
pursuing, maintaining, and enforcing patent protection for the Invention.

4. Notification to OTT. Bach Inventor agrees to tumely inform OTT of any and all progress
regarding (a} the filing and/or prosecution of any patent application directed to the Tnvention andior {b}
the commercialization of the Invention, including the licensing of the Invention to a third party. Fach
Inventor also agrees promptly to provide to OTT a copy of any patent which issues for the Invention.

5 License to UMB. Each Inventor agrees that UMB shall at all times retain a non-exclusive,
royalty-free, Hicense o practice the Invention and to sublicense universities, colleges, and other nonprofit
research or educational institutions to practice the Invention on a royalty-fiee basis, for any research,
education or izaching activities conducted by or at UMB or a sublicensee university, college or resesrch
or educational institution. Any licewss or other rights granted by any Invenior to a third party shall bs
subject fo UMB’s non-sxclugive license,

6. Notification to Inventors. H OTT is contacted reparding opportunities to license the Pateat
Rights to vther parties, OTT will refer the contuct to Inventors, provided Inventors makes current contact
information available to OTT.

2 MMMW Each Inventor, during the full term of employment by UMB,
will make full diselosure 16 OTT if he/she makes, creatos, invents, discovers, or is otherwise involved in
the development of any invention or éxawvery which is duaﬂy related to the Invention (e.g. an
inproverment or modification). Any such invention or discovery, whether o not patentable, will be owned
by UMB and will be administered in sccordance with the Intelicctual Property Policy of the University
System of Maryland.
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8. Conflists of Inlcrest. Fach Inventor, during the full term of employment by UMB, agress to
disclose prompily relationships andior sgresments that he/she has or may consider entering into which
present a potential “Conflict of Interest,” as deseribed in the UMB Procedures Implementing Board of
Regents” Policy on  Conflicts  of Inferest o BResearch  and  Development
hitptwww umaryland odureseared_inteanitviCOVcontlict interest bty Fxamples  of  such
relationships include license agrecments; consulting agreements; contracts between sn Inventor and a
third party thet spousors research or otherwise does business with UMB; andior financial relationships
that are potentially affected by sponsored rescarch in which an Inventor have or intend 1o partivipate.
These relationships reguive review in light of Maryland Publie Bthics Lew and UMB and USM policy. If
any of these ciremmstances apply, or fir further infermantion, Inventor should connalt the UMB Policy on
Conflicts of Intereet 1o Research and Development andfor contaet the UMB Conflict of Interest Officer.

8. Reimbursement of Patent Expenses. Upon  commercialization of the lovention, Inventors
shall reforburse UMB for the Totel Patent Expenses set forth on Exhibit B (including attorneys” fogs and
government patent office fees) incurred by UME in connection with preparing, filing, and prosccuting
patent applications pertaining to the Tnvention. Inventors shall pay anmually to LIMEB 2% of Inventors”
annual Revenue from commercialization of the Invention, until UMB bas recouped the Total Patent
Expenses, consistent with UMB s Intellgrtual Property Policy (IV- 330 - UNIVERSITY SYSTEM OF
MARYLAND POLICY ON INTELLECTUAL PROPERTY, as Amended by the Board of Regents on

10, Coste of Enforcement, At UMB's sole discrefion, Tnventor(s) shall pay sndior reimburse
UMB for any and all losses, costs, and sxpensss (Including any attorneys’ fees and court costs), incurred
i connestion with the enforcement or collection of this Agreement.

11, Miscellancous, This Agreemsent shall be govemsd by sad construed in aceordance with the
faws of the State of Maryiand (without regard to the principles of conflicts of lawsh Each party couisents
to the junisdietion of the Clreuit Count of Baltimore ity or e Arundel County, Marviand for any suit
against the other paety relating to this Agresment and agrees to file any such suit in one of those wourts.
UME AND IWVENTOR WAIVE THEIR RIGHIS TO TRIAL BY JURY IN ANY LITIGATION BETWEEN THEM
RELATING TO THIS AGREEMENT.

Each Inventor has read and understands the terms and conditions lsted sbove. In
consideration of UMB's agreement io relesse sod assign the Invention, sach Invendor agress fo
thess feroes 208 conditions

WITNESS UNIVERSITY OF MARYLAND, BALTIMORE

By UL Pebiltts
Philip Robilotto

Diate: May 24, 2022

Titte: Associate Vice President

INVENTOR(SY
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EXHIBIT A

INVENTION INFORMATION
{(UMB REF. FA-2012-059}

Description of the Inveniion

Expandable Endoscopic Device

Paient Applicaiion(s}

US Provisional Patent Application Number: 61/932,289, filed 1/28/14
PCT Patent Application Number: PCT/US2015/013216, filed 1/28/15
US Patent Number: 10,154,841, issusd 12/18/18
US Patent Number: 10,813,656, issued 10/27/20

Date Assignment Recorded in US Patent Qffice

For US Patent Number 10,154,851 ~ an assignment of rights from Florence Aslinia and Bric
Goldberg to the University of Marvland, Baltimore was recorded with the US Patent Office on
QOctober 39, 2018, at Reel/Frame Number 047341/0147

For US Patent Number 10,813,656 — an assignment of rights from Florence Ashinia and Enc

Goldberg fo the University of Maryland, Baltimore was recorded with the US Patent Office on
November 13, 2018, at Reel/Frame Number 047486/0349 .
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EXHIBIT B

SUMMARY OF PATENT EXPENSES INCURRED BY UMB
{UMB REF, DOCKET NO FA-2012-059)

RECORDED: 06/06/2022

Patent Applications: Patent Kxpenses:
US Provisions! Application No. $355.00
61/932 289 {filed January 28, 2{(14)
International Application No. $11,177.00
PCTAUS2015/013216 (filed January 28, 2015)
US Patent Application No. 15/114,030 (filed $2,020.00
July 25,2018}, Now US Patent Number
10,154,851, issued December 18, 2018
US Patent Application No, 16/188,961 (filed $1,319.00
MNovember 13, 2018), Now US Patent Number
10,813,656, issued Oetober 27, 2020
Total Patent Expenses as of April 13, 2022 $14,871.08
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