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25-Feb-2022
THIS ASSIGNMENT AGREEMENT dated is made by
and between:

(1) Imperial College of Sclience, Technology and Medicine whose address is
Exhibition Reoad, London, SW7 2AZ “Imperial”);

(2) Br Aditva Avinash Paranjape whose address is Meghmanas, 23 Guimohar Park,
ITI Road, Aundh, Pune 411007, India, ("Dr Paranjape”);

(3} Imperial College Innovations Limited whose address is Level 1 Faculty Building,
C/0 Imperial College, Exhibition Road, London, SW7 2AZ (“Innovations”).

WHEREAS:

A, In the course of collaborative research, Dr Paranjape {the “Imperial Inventor”)
together with Professor Soon-Jo Chung and Dr. Kyunam Kim of California Institute of
Technology (collectively “the Other Inventors”) have jointly generated the Intellectual
Property (as defined beiow).

B, AL the time the Inteliectual Property was generated, Dr Paranjape was an emplovee
of Imperial.
C. Consequently, the contribution to the Intellectual Property made by Dr Paraniape

belongs to Imperial,

D. Imperial has agreed to assign all its right, title and interest in and to the Intellectual
Property to Innovations subject {o the terms of this Assignment,

E. As the co-owners of the Intelectual Property, California Institute of Technology is
supportive of this assignment.

IT IS AGREED as follows:
i. Definitions

In this Assignrnent, the following words shall have the following meanings:

“Intellectual Property” the patents and/or patent applications identified in the
Schedule.

“Designs” any unregistered designs included in the Intellectual
Property.

"Patents” any patents and patent applications indluded in the

Inteliectual Property.

“"Registered Designhg” any registered designs and applications for registered
designs included in the Inteliectual Property.
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References in this Assignment {o Clauses, Recitals, Schedules and Parties are to the
clauses, recitals, schedules and parties of and to this Assignment,

2. The Imperial Inventor warrants to the other Parties that (i) the Imperial Inventor is
the only staff, student or cother researcher of Imperial who contributed to the
Intellectual Property, (i) the Imperial Inventor’'s contributions o the Intellectual
Property were made as described in Recitals A and B above, and (i) so far as the
Imperial Inventor is actually aware {withoul being deemed to have made any
enguiries that he has not actuaily made) the Other Inventors are the only other
generators of the Inteliectual Property.

3. Dy Paranjape agrees and acknowledges that his contributions to the Intellectual
Property were made in the course of his duties as an employee of Imperial and the
circumstances were such that an invention might reasonably have been expected to
result from the carrving out of his duties and consequently his contributions to the
Intellectual Property belong to Imperial pursuant to section 39 of the Patenis Act
1977, sections 11 and/or 215 of the Copyright, Dasigns and Patents Act 1988, section
2 of the Registered Designs Act 1249 and/or their contracts of employment. To the
extent that Dr Paranjape has any right, title or interest in or to the Intelisctual
Property he hereby assigns and transfers the same to Imperial absolutely and with
full title guarantee in consideration of the sum of £1.00 (receipt of which is hereby
acknowledged).

4, In consideration of the sum of £1.00 (recsipt of which is hereby acknowledged)
Imperial hereby assigns and fransfers to Innovations absclutely and with full title
guarantee all its right, title and interest in and o the Inteliectual Property (including,
for the avoidance of doubt, any right, title and interest that Imperial has acquired
under Clause 3},

5. The assignments effected by Clausas 3 and 4 shall include, without limitation, the
assignment and transfer of:

Patents
5.1 in respect of any and sach anplication in the Patenis:
51.1 the right to claim priority from and to prossacute and oblain
grant of patent; and
5.1.2 the right to file divisional applications based thereon and o

prosacule and obtain grant of patent on sach and any such
divisignal apphcation;

5.2 in respect of each and any invention disclosad in the Patents, the right {0
file an application, claim oricrity from such application, and prosecute and
obiain grant of patent or similar protection in or in respect of any country
or territory in the world,

ur
W

the right to extend to or register in, or in respect of, any couniry or
territory in the world each and any of the Patents, and gach and any of the
appiications comprised in the Patents or flied as aforesaid, and 1o extend
o or register in or in respect of any country or territory in the world

ary patent or like protection granted on any of such applications;
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5.4 the absoluts entitlement to any patents granted pursuant to any of the
appiications comprised in the Patents or filed as aforesald;

5.5 the right te bring, make, opposs, defend, appeal proceedings, caims or
actions and obtain rellel {and o retain any damages recoverad) in respeact
of any infringament, or any other cause of action arising from ownership,
of any of the Fatenis or any patents granted on any of the applications
comprisad in the Patents or filed as aforesaid, whethaer occurring befores,
ont or after the date of this assignment;

Designs

5.6 all copyright, database rights and rights in the nature of copyright and
database rights subsisting in the whole or any part of the Deasians
throughout the world;

5.7 all unregistered Community design rights, and design right and rights in
the nature of dasign right throughout the world, and the right to apply for
registerad design or similar protection conferred by the law of the UK and
all other countries of the world, subsisting in the whole or any part of
the Designs;

U1
o

the Registered Dasigns including the absolute entitlement to any
registered dasigns granted pursuant to any of the applications comprised
therein and, in respect of any and each application, the right to claim
priprity from and o prosecute and obtain grant of registered design;

5.9 the right to extend to or register in or in respect of any country or territory
in the world each and any of the Registered Dasigns, in each case for the
remainder of the term or, as applicable, for the full term of the same
inciuding any renewals, reversions, extensions or revivals;

Other rights

5.10 all copyright, database rights and rights in the nature of copyright and
database rights, and all other intellectual property rights, subsisting in the
whole or any part of the Intellectual Property throughout the world;

5.11  all rights throughout the world in respect of any data, databases or
confidential information that form part of the Intellectual Property; and

5.12 &l relatad rights and powers arising or accrued, including the right to
bring, make, oppose, defend, appeal proceadings, claims or actions and
obtain relief (and to retain any damages recovearad) in respect of any
infringement, or any cther cause of action arising from ownership, of any
of the Intellectual Property, whether occurring before, on or after the date
of this Assignment,

6. Imperial and the Imperial Inventor shall execute such documents and, at the
expense of Innovations, give such assistance as Innovations may reguire:
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a, to secure the vesting in Innovations of all rights in the Imperial Inventor’s
contributions to the Intellectual Property;

b. to uphold the rights of Innovations in the Intellectual Property;
o to obtain, defend and enforce any of the Intellectual Property;
d. in relation to any other proceedings which may be brought by or against

Innovations against or by any third party relating to the Intellectual
Property; and

&, to the extent that any right, title and interest, anywhere in the world,
whether registered or not, or any benefit or right to sue or obtain relief for
any past, present or future infringement or viclation of such rights, in and
to the Intellectual Property (or any part of it} in any country of the world
may remain or becorne vested in any one or more of the Imperial Inventor,
to irrevocably assign, transfer and convey absolutely and unconditionally to
Innovations the said right, title and interast,

The cbhligations on Imperial and the Imperial Inventor under this Clause & shali

continue in force without limit of time.

7. The Imperial Inventor warrants, represents and undertakes o Innovations that he
has not assigned or agreed to assign the Intellectual Property o any third party or
ctherwise encumbered the Intellectual Property, and that he is not a party to any
agreement or understanding {(oral or written) which would in any manner be
inconsistent with the assignment of rights provided for in this Assignment.

8. The validity, construction and performance of this Assignment shall be governed by
English law, and the Parties submit to the jurisdiction of the English courts in respect
of any dispute arising in connection therewith,
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This assignment has been entered into on the date stated at the beginning of It

Signad by Dr Paranjape
P DocuSigred by
{ 2

. A
Signed /e TESADCTCITOI4AG. v ac s e n s acnatans /

Aditya Avinash Paranjaspe
Printed name 2 /
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This assignment has been entered into on the date stated at the beginning of It

Signed for and on behalf of Imperial College of Science, Technology and Medicine;

== DocuSigned by

Cimonn, HLfWéV’HL

Sig ned /' 2 e TOAMIZITTABSAIC..  ciacasscnscasc /

Simon Hepworth
Printed Name 2 /

Title f /

Signed for and on behalf of Imperial College Innovations Limited:

e~ DocuSigned by

LW% Guida

Si an ed /. IIATIODIDETCATE.. crnewrnernevrnernen /

Laura Guida
Printed Name 2 /

Title F e e /
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SCHEDULE
Inteliectual Property

¢ United States Patent Application Number 62/703,759, filed on 26% July 2018.
s United States Patent Application Number 16/523,889, filed on 26% July 201%.
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