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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Serial No.: 15/551,162 Group Art Unit: 2147
Filed: August 15,2017 Examiner: David Andrew Hopkins
First Named Inventor: Jean-Paul Aben Attorney Docket: PIE-013

Title: Method and Apparatus for
Quantitative Flow Analysis

Commissioner for Patents
PO Box 1450
Alexandria, VA 22313-1450

Commissioner:

DECLARATION UNDER MANUAL OF PATENT EXAMINING PROCEDURE §323.01(c)

I, the undersigned, hereby declare:

1. I am the attorney of record for the above-referenced U.S. Patent Application (herein, the
“Application”), by virtue of a Power of Attorney executed by Pie Medical Imaging B.V. (herein,
the “Company"), a company existing under the laws of the Netherlands and having a place of
business at Philipsweg 1, NL-6227 AJ Maastricht, Netherlands, which Power of Attorney was

filed in the U.S. Patent and Trademark Office on August 15, 2017.

2. The Company is the Applicant named in the Application Data Sheet filed with the
Application on August 15, 2017, and the current owner of record of the entire right, title and
interest in and to the Application and the invention (the “Invention”) described therein, by virtue

of the Assignments described below.
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3. The complete inventorship of the Application as set forth in the corrected Application Data
Sheet filed May 30, 2023, consists of: Jean-Paul Aben, Chris Johannes Catharina Bouwman,
Eduardo Soudah Prieto and Riccardo Rossi Bernecoli. Inventors® Declarations for all four
inventors were filed in the U.S. Patent and Trademark Office on August 15, 2017, and May 30,

2023.

4. On August 11, 2017, inventor Prieto executed an Assignment document (herein, the “First
Prieto Assignment”) which purported to convey to the Company his entire right, title and interest
in and to the Invention and the Application. Inventors Jean-Paul Aben and Chris Johannes
Catharina Bouwman executed separate Assignment documents (herein, the “Aben and Bouwman
Assignments”) conveying to the Company their entire right, title and interest in and to the
Invention and the Application on August 14, 2017, and July 24, 2017, respectively. On August
15, 2017, the First Prieto Assignment and the Aben and Bouwman Assignments were recorded in
the records of the Assignment Recordation Branch of the U.S. Patent and Trademark Office at

REEL/FRAME: 043297/0887.

5. At the time the Invention was made and at the time the First Prieto Assignment was executed,
inventor Prieto was employed by CIMNE, INTERNATIONAL CENTRE FOR NUMERICAL
METHODS IN ENGINEERING (herein, “CIMNE”), which is a non-profit public body research
organization existing under the laws of Spain and having a place of business at Edifici C1,

Campus Nord-UPC, C/ Gran Capita, s/n, 08034 Barcelona, Spain.
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6. Under the terms of inventor Prieto’s employment with CIMNE, he was obligated to assign his

entire right, title and interest in and to the Invention to CIMNE.

7. Based on the foregoing, the First Prieto Assignment was erroneously executed and recorded

and should be deemed nullified.

8. Upon elucidation of the facts set forth in paragraphs 5, 6 and 7 above, inventor Prieto and the
Company signed an Agreement, effective as of May 10, 2023, declaring the First Prieto
Assignment and any other purported assignment of rights, title, and interest in the Application by
inventor Prieto to the Company to be null and void and of no force or effect whatsoever. A copy

of such Agreement is attached hereto.

9. On May 11, 2023, inventor Prieto executed an Assignment (herein, the “Second Prieto
Assignment”) conveying to CIMNE all of his right, title and interest in and to the Invention and
the Application. On May 11, 2023, inventor Riccardo Rossi Bernecoli also executed an
Assignment (the “Bernecoli Assignment”) conveying to CIMNE all of his right, title and interest
in and to the Invention and the Application. On June 2, 2023, the Second Prieto Assignment and
the Bernecoli Assignment were recorded in the records of the Assignment Recordation Branch of

the U.S. Patent and Trademark Office at REEL/FRAME: 063845/0994.

10. On May 23, 2023, CIMNE executed an Assignment of Patent Rights (herein, the “CIMNE
Assignment”) conveying to the Company CIMNE’s entire right, title and interest in and to the

Invention and the Application. On June 2, 2023, the CIMNE Assignment was recorded in the
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records of the Assignment Recordation Branch of the U.S. Patent and Trademark Office at

REEL/FRAME: 063846/0472.

11. Based on the foregoing, the Company is currently the owner of the entire right, title and

interest in and to the Invention and the Application.

I declare that, to the best of my knowledge and belief, the information herein is true and
complete. I understand that this statement is made for use as evidence in court and is subject to

penalty for perjury.

LQZM//// g 72002
R at

Attomey for Pie Medical Imaging B.V., the Applicant/Assignee

GORDON & JACOBSON, P.C.
60 Long Ridge Road

Suite 401

Stamford, CT 06902

Ph: 203-323-1800
pto@gordonjacobson.com
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PIE-013
U.S. Patent Appl. Serial No. 15/551,162

AGREEMENT

WHEREAS, Eduardo Soudah Prieto, hereinafter referred to as the "Inventor”, a
citizen of Spain, whose mailing address is CIMNE, INTERNATIONAL CENTRE FOR
NUMERICAL METHODS IN ENGINEERING, Paseo del General Martinez Campos 41,
28010, Madrid, Spain, is an inventor of U.S. Patent Appl. Serial No. 15/551,162, filed on
August 15, 2017, entitled "Method and Apparatus for Quantitative Flow Analysis,"

hereinafter referred to as the "Subject Patent Application";

WHERES, the Tnventor executed an assignment of rights, title, and interest in the
Subject Patent Application to Pie Medical Imaging B.V., a company existing under the
laws of the Netherlands and having a place of business at Philipsweg 1, NL-6227 Al
Maastricht, Netherlands, hereinafter referred to as the "Company"; such assignment,
hereinafter referred to as the "Assignment,” was executed on August 11, 2017, and
recorded in the records of the US Patent Office at Reel 043297, Frame 0887, and a copy

thereof is attached hereto as Exhibit A; Qgg?f

AND WHEREAS, the Inventor and the Company are hereby referred to as

Parties to this Agreement;
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PIE-013
U.S. Patent Appl. Serial No. 15/551,162

NOW, THEREFORE TO ALL WHOM IT MAY CONCERN, BE IT KNOWN,
that, effective as of May 10, 2023, the Parties agree that the Assignment and any other
purported assignment of rights, title, and interest in the Subject Patent Application by the
Inventor to the Company are hereby declared to be null and void and of no force or effect

whatsoever.

Edudrdo Soudah Prieto

The Inventor

’Mal Imaging B.Y,.. S
Name: /f /‘// i
Title: = e M«@/z;«;ﬁ oo L e

3

The Company
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Assignment

PATENT ASSIGNMENT COVER SHEET

Electronic Version v1.1
Stylesheet Version v1.2
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Address Line 1: 60 LONG RIDGE ROAD
Address Line 2: SUITE 407
Address Line 4: STAMFORD, CONNECTICUT 06902
NAME OF SUBMITTER: JAY P. SBROLLINI
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PIE-013

ASSIGNMENT

WHEREAS, I, Eduardo Soudah Prieto, hereinaficr reforred to as the "ASSIGNOR?, a citizen
of Spuin, whose post office address is C/Paraiso No.6 5-B, Valladolid 47003, Spain, have invented, along
with co-inventors Jean-Paul Aben and Chris Johannes Catharina Bouwman, certsin new and useful
improvements in

Method and Apparatus for Quantitative Flow Analysis

as described and set forth in an-application for Letters Patent of the United States of Americy, executed by
meonthe 11 day of __August ,2017;

AND WIIEREAS, Pie Medical Imaging B.V,, hereinafter referred to as the "ASSIGNEE", a
company existing under the laws of the Netherlands and having a place of business at Philipsweg I, NL-
6227 AJ Maastricht, Nctherlands, is desirous of acquiring or confirming its acquisition of the entire right,
title and interest in and to said invention, inventions or improvements, and in and to said application, and
in and to any and all patents, both of the United States and of all foreign countries, that may be obtained
therefor;

NOW, THEREFORE, TO ALL WHOM IT MAY CONCERN, BE IT KNOWN, that I, the
ASSIGNOR, for good and valuable considerations, the receipt and sufficiency of which I hereby
acknowledge, have sold, assigned, transferred and conveyed, and by this assignment do sell, assign,
transfer and convey, unto the ASSIGNEE, its successors and assigns, the entirc right, title and interest
throughout the world, in and to my invention, inventions or improvements described or set forth in said
application, in any form or embodiment thereof, and in and to said application, and in and to any
provisional or non-provisional application of which said application claims the benefit, and in and to any
applications filed in any foreign country based thereon, including the right to file foreign applications
under the provisions of any convention or treaty; and in and to any confirmation, divisional, continuation,
continuation-in-part, or substitute application or any other application which claims the benefit of said
application which may be filed on said invention, inventions or improvements in the United States or in
any foreign country; and in and to any and all patents, certificates, utility models, reissues, extensions,
additions or confirmations thereof which may be granted in the United States or in any foreign country
upon said invention, inventions or improvements, to have and to hold the same to the full end of the term
or terms for which any and all such United States and foreign patents and grants may be issued on said
invention, inventions or improvements,

AND 1 do hereby authorize and request the issuing authority to issuc any and ull of said United
States and foreign patents on said application or applications to the ASSIGNEE, its successors and
assigns, as the assignee of the entire right, title and interest in and to the same, for the solc usc and benefit
of said ASSIGNEE, its successors and assigns.

AND 1 do hercby covenant and warrant that I have full right to convey the eatire right, title and
interest herein assigned free und clear of all licenses, encumbrances and liens whatsoever, and that [ have
not executed and will not execute any instruments in conflict herewith,

AND |, for the conditions aforesaid, do hereby covenant and agree to and with the ASSIGNEE,
its successors and assigns, that {, my exccutors, administrators, or other petsonal representatives, shall and
will do all lawful acts and things, make all rightful oaths, and meke, execute, and deliver any and all other
instruments in writing, and any and all further applications, papers, powers, affidavits, assignments,
disclaimers and other documents, which in the opinion of counsel for said ASSIGNEE, its successors and
assigns, may be required or necessary in this or in any foreign country more effectually to secure to and
vest in the ASSIGNEE, its successors and assigns, the entire right, title and interest in and to said

1
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PIE-013

invention, inventions, or improvements, application or applications, patents, rights, titles, benefits,
privileges and advantages hereby sold, assigned, confirmed, transferred and conveyed.

The undersigned hereby grant(s) David P, Gordon, Esq., David S. Jacebson, Esq., fay P.

Sbrollini, Esq. and Christian Mannino, Esq the power to insert on this Assignment any further
identification which may be necessary in order to comply with the rules of the U.S. Patent and Trademark

Office for the recordation of this document and to correct any errors or defects herein,

ASSICNOR(S):
IN WITNESS WHEREOF, I, Eduardo Soudah Priete, have hereunto set my hand and seal

this_11 day of __August 2017,
Soudats

Eduardo Soudah Pricto

BEIT KNOWN, that on this 11 day of __August , 2017, personally appeared
Eduardo Soudah Priete, known to me (or satisfactorily proven) to be the individua! described in and

who executed the foregoing assignment.

s

‘Print Name
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PIE-013
U.S. Patent Appl. Serial No. 15/551,162

AGREEMENT

WHEREAS, Eduardo Soudah Prieto, hereinafter referred to as the "Inventor”, a
citizen of Spain, whose mailing address is CIMNE, INTERNATIONAL CENTRE FOR
NUMERICAL METHODS IN ENGINEERING, Paseo del General Martinez Campos 41,
28010, Madrid, Spain, is an inventor of U.S. Patent Appl. Serial No. 15/551,162, filed on
August 15, 2017, entitled "Method and Apparatus for Quantitative Flow Analysis,"

hereinafter referred to as the "Subject Patent Application";

WHERES, the Tnventor executed an assignment of rights, title, and interest in the
Subject Patent Application to Pie Medical Imaging B.V., a company existing under the
laws of the Netherlands and having a place of business at Philipsweg 1, NL-6227 Al
Maastricht, Netherlands, hereinafter referred to as the "Company"; such assignment,
hereinafter referred to as the "Assignment,” was executed on August 11, 2017, and
recorded in the records of the US Patent Office at Reel 043297, Frame 0887, and a copy

thereof is attached hereto as Exhibit A; Qgg?f

AND WHEREAS, the Inventor and the Company are hereby referred to as

Parties to this Agreement;

Page 1 of 2
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PIE-013
U.S. Patent Appl. Serial No. 15/551,162

NOW, THEREFORE TO ALL WHOM IT MAY CONCERN, BE IT KNOWN,
that, effective as of May 10, 2023, the Parties agree that the Assignment and any other
purported assignment of rights, title, and interest in the Subject Patent Application by the
Inventor to the Company are hereby declared to be null and void and of no force or effect

whatsoever.

Edudrdo Soudah Prieto

The Inventor

’Mal Imaging B.Y,.. S
Name: /f /‘// i
Title: = e M«@/z;«;ﬁ oo L e

3

The Company
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PIE-013

ASSIGNMENT

WHEREAS, I, Eduardo Soudah Prieto, hereinaficr reforred to as the "ASSIGNOR?, a citizen
of Spuin, whose post office address is C/Paraiso No.6 5-B, Valladolid 47003, Spain, have invented, along
with co-inventors Jean-Paul Aben and Chris Johannes Catharina Bouwman, certsin new and useful
improvements in

Method and Apparatus for Quantitative Flow Analysis

as described and set forth in an-application for Letters Patent of the United States of Americy, executed by
meonthe 11 day of __August ,2017;

AND WIIEREAS, Pie Medical Imaging B.V,, hereinafter referred to as the "ASSIGNEE", a
company existing under the laws of the Netherlands and having a place of business at Philipsweg I, NL-
6227 AJ Maastricht, Nctherlands, is desirous of acquiring or confirming its acquisition of the entire right,
title and interest in and to said invention, inventions or improvements, and in and to said application, and
in and to any and all patents, both of the United States and of all foreign countries, that may be obtained
therefor;

NOW, THEREFORE, TO ALL WHOM IT MAY CONCERN, BE IT KNOWN, that I, the
ASSIGNOR, for good and valuable considerations, the receipt and sufficiency of which I hereby
acknowledge, have sold, assigned, transferred and conveyed, and by this assignment do sell, assign,
transfer and convey, unto the ASSIGNEE, its successors and assigns, the entirc right, title and interest
throughout the world, in and to my invention, inventions or improvements described or set forth in said
application, in any form or embodiment thereof, and in and to said application, and in and to any
provisional or non-provisional application of which said application claims the benefit, and in and to any
applications filed in any foreign country based thereon, including the right to file foreign applications
under the provisions of any convention or treaty; and in and to any confirmation, divisional, continuation,
continuation-in-part, or substitute application or any other application which claims the benefit of said
application which may be filed on said invention, inventions or improvements in the United States or in
any foreign country; and in and to any and all patents, certificates, utility models, reissues, extensions,
additions or confirmations thereof which may be granted in the United States or in any foreign country
upon said invention, inventions or improvements, to have and to hold the same to the full end of the term
or terms for which any and all such United States and foreign patents and grants may be issued on said
invention, inventions or improvements,

AND 1 do hereby authorize and request the issuing authority to issuc any and ull of said United
States and foreign patents on said application or applications to the ASSIGNEE, its successors and
assigns, as the assignee of the entire right, title and interest in and to the same, for the solc usc and benefit
of said ASSIGNEE, its successors and assigns.

AND 1 do hercby covenant and warrant that I have full right to convey the eatire right, title and
interest herein assigned free und clear of all licenses, encumbrances and liens whatsoever, and that [ have
not executed and will not execute any instruments in conflict herewith,

AND |, for the conditions aforesaid, do hereby covenant and agree to and with the ASSIGNEE,
its successors and assigns, that {, my exccutors, administrators, or other petsonal representatives, shall and
will do all lawful acts and things, make all rightful oaths, and meke, execute, and deliver any and all other
instruments in writing, and any and all further applications, papers, powers, affidavits, assignments,
disclaimers and other documents, which in the opinion of counsel for said ASSIGNEE, its successors and
assigns, may be required or necessary in this or in any foreign country more effectually to secure to and
vest in the ASSIGNEE, its successors and assigns, the entire right, title and interest in and to said
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invention, inventions, or improvements, application or applications, patents, rights, titles, benefits,
privileges and advantages hereby sold, assigned, confirmed, transferred and conveyed.

The undersigned hereby grant(s) David P, Gordon, Esq., David S. Jacebson, Esq., fay P.

Sbrollini, Esq. and Christian Mannino, Esq the power to insert on this Assignment any further
identification which may be necessary in order to comply with the rules of the U.S. Patent and Trademark

Office for the recordation of this document and to correct any errors or defects herein,

ASSICNOR(S):
IN WITNESS WHEREOF, I, Eduardo Soudah Priete, have hereunto set my hand and seal

this_11 day of __August 2017,
Soudats

Eduardo Soudah Pricto

BEIT KNOWN, that on this 11 day of __August , 2017, personally appeared
Eduardo Soudah Priete, known to me (or satisfactorily proven) to be the individua! described in and

who executed the foregoing assignment.

s

‘Print Name
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