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Eeole Polytechuigue Fédérale do Lamsanns,
1015 Lauvsanne, Switeerland

ropresented by Matthise Giversnn, Divector of Research Affairs
and by Carcline Kuyper, Vice Preaident for Finarces OFO

hereinafier referved to ax “RBPL”
and

Mas-Planck-Gesslbhaft zur Foerderung dor Wissenschafton 2.V,
Hofgarteostrasse §, 30539 Muenchen, Germsny

wepresenied by Dy, B Brselive, Authorized Paternt Represeniative

hereinafier reforred to a3 “Assignee ¥ or “MPY
and

Max-Planci-Fonovation GmbH
Amalienstrases 33, 80799 Mucnchen / Germany

represented by D Josrn Brsetius, Managing Dirsctor

hereingdter referred to as “MP”

wherelby the parties fo fis Agresment are slso heveinafler ooliectively referred to as “Parties”
ar individually as *Pariy™.

Presmble

WHEREAS MPG iz a Oorman non-profit sclentific rescarch orgasization. M is & 100%
subsidiary of MPG, snd o acting as the exclusive fechnology transfer crganivation of MPG.
EFFL is = Swiss university, and one of the two Swise Federal Institutes &F Tachoology. EPFL
is active In ainiog, rescarch and techmology transfer.

WHEREAR EPFL &v the owner of the two following paiest spplicstions (herelnafler
oniestively the *Patents™
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1} POT/EPROLM065223, entitied *Means and methods for bloluminescence resonance energy
wansfer (BRET) analysia in a biclogical ssmple® claimipg the priority date 13.07.2015,
pursued in the nations! phase In the following territorion: Australis, Cangda, Ching, Belglum,
Sywitzeriand-Lichtensteln, Germany, France, Great Britaln, Netherlands, India, United Stales
of Arneries {“Patent A™); and

i POT/RP20 18064076, extitied “Sensors, methods and kits for deteeting NADPH based on
resonance snergy iransfer” cladeaing the priovity date 30.05.2017 ("Patemt B7}. { § vl

s

&
§
v

WHERFAS Prof Kat Jobnsson is one of the Inventors of the Patents, and has, at that time,
besn an employee of EPFL and head of reseurch group «t EPFL. Frof. Kad Johosson is now
ant employes of Assignee snd head of ressarch group at the Max Planck Institute for Medical
Research. He is willing to pursus research activities reluted to the wohnology covared by the
Patents as an cploves of Assignee. Assignos is willing & ssvame the Patents, and to further
prosscute the Patente in ite name and costs, Parther, Mi is willing to conmercially exploit the
Paterws by 2 Heems or 8 tansfer In i veme and costa, and will thercon shave
commerciatization revenuss with EPFL as set forth in the present agresment {herein after the
“4greement™h

ARTICLE 1 - ABSIGNMENT OF PATENTS

EPFL hereby assigns to the Assignes, which heveby accepls, ail iis rights, tile and interest in
and to the Paienis, EPFL agrees, upon Assignee’s request, o execule any documents
neceasary for effecting the assignment of the Patents to the Assignes,

Assignes ghail be fres to prosecute, maintsin, sbandon, enforce o defend the Patents as it
sses £t in its name and costs, without prejudice to commersial or legal legitimate interests of
EPFL as defined horeunder, EPFL agrees, upon Assigned’s request, to reasouably support
Assignee in such prosecution, wmainiensnes, enforcement o defense of the Patents, sl
Assignee’s expense, Le. EPFL shall provide aceess to data and material reasonably available
to EPFL relating to the Palents prosscation and the mvention covered by the Patends,
provided that BPFL shall provide access to ao inventor of the Patzots {other than Prof Kal
Jobneson) only if such fnventor i, at the time of Assignes’s requedt, & employee of EPFL.
Assignee ackoowledges it hes received a copy of the decumenis filed by BPFL for the
priovity spplicstion and the PCT extension «f the Patents s reported by the sgent mandated
by the BPFL.

M herelsy agrees to enter in good faith negotiations with any third party, presented by EPFL
and interested & commercially use the Patents, for the granting to such third perty of g Hcenge
on the Patents. MT shall not unduly refuse fo grant such Hoense; it may however refuse in the
cage that i commercial or legal legitimate interssts would be harmed by the pramting of such
Heense. In all other caces, M shall be fee to conmnercialize the Patenis {by Hosnse, transfer
or stherwise) ss it sees 5t in its neme and costs, provided that BEFL ghall receive s share of
31s revennes as described in Article 2.

i,
Sy
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Motwithstanding the assignment of the Patents, BPFL reserves in all cases the right 1 use the
Paients and the related technology for s own scientific nos-comunercial purposes (nternal
research, teaching and seademie collsborations), sud M shall cause sry Hosnses or transforse
of the Patents to rovpeet such retaiped right. This right is not ransferable and does not inchuds
the right to sublicense.

Any Patents Hoense snd or tranafor sgreoment made by MI shall contain Soancial and other
tevns and conditions which are vustomary fr a liowose agreement granted by an academic
institution for the type of techoclogy nvolvad in the Patents, In addition, any Patents lcense
and or ransfer agreement shall stipulate that notldng in the agreement confers by estoppel,
implisation or otheowise, any Hosnse or rght under any of the padents owned by BPFL other
than the Patents, regardless of whether such patents are dominemt or subordinate to the
Patents.

ARTICLE 2~ CONBIDERATION POR ASSIGMRMENT

Of aay Revenues (ae defined below) gensrated by M frvan the Hosasing or other exploitation
ot iransfer of the Patents MHxplottation™), Ml shall fest reimburse the externsd Patent costa
tngurred {4} by BEPFL until the date of encoution of this Agresment to EPFL, and (D by
Assignee after the date of execution of this Agreement to Assignes. Then, B shall pay o
EPTL, on a vearly basls, after the dedoction of & M management fos of 20%, a share ofthe
revenues (“EPFL Share™) it redetves by Hoensing, explolting otherwise or ransfodug the
Patents, by direst or indirect sale of products which are covered in wholg or in paxt by the
Patents in the country in which any sich nrodusis are made, used or sold, or by direct or
indirect sale of 2 process covered inowhols or in part by the Patems as follows (“Bevenues™)
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305 {fHty perosnt} of gny Reverues made by MI from the execution date of ez Agreeroeut
and onwasts untl the enih {10™) snnivemary of the exeoution dafe of this Agrecment;

30% (hirty percent) of any Revenues made by MI after this tenth (3 o™ snmiversary and
onwards,

For Revenuss made spon Bxplolintion o

5% {HBy percent) of any Revenues made by MI from the execution date of this Agreoment
and oawards until the fifth (3%) anniversary of the execotive date of this Agreement;

3% {thirty pervent) of any Revenues made by Mi afier this Gfth {5 axniversary and
onwards,

For clarity, if MI commeraializes the Patents as a package consisting of Paient & and Patent
B, the shove distinction shall be made baged on the reasonsble allocation of the mepective
Revenues to sither the package, or to Patont A or to Patent B {e.g. & Heense initiation fee will
be sllovated 1o the package, and royaltiss on net sales will be allocated aocosding to whether
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the produst is covered by the package or Patent A or Patent B).

In the svent MY commercializes the Patents (by Heense, transfer or otherwise), and receives
aon~cash considerstion {c.g. shares, or an option o recelvs shares) from e commercishzation
partner, then such non-cash consideration ghail not qualify as Revenues, and only in the event
MI receives cash for such non-cash consideration (e.g. MI seils such shares, or receives
dividends), such cash shall qualify as Reverwes.

M shall notify EPFL as soon 58 i receives o first Revenug, and ME shall then pay to EPFL
the EPFL Share onee per year on the 31st of March of sech yew for the previous calendsr
year. MI's report on Reveraes shall be sent to BPFL by the 31st of March of each vear. oo
Revenue is made, MI shall so report. Payment shall be made is Buro.

The report on Revenues and BFFL Share shall be sent to:

Erole Polytechnique Fédérale de Lousanne (EPFL)
Techaology Tramsfor Office (TTO)

BEVL aovation Park - §

CHE-1015 Lausanne, Switzeriand
Ref6.1287/6, 1718

The Parties may commmunicats in writing any change of thelr respeciive sddresses af any ilme
by raail, emadl or by facsimile.

Fach Party shall solely be responsible o remunseste their own inventors secording 1o thelr
reapective applivable rules. The present Agresment shall not confer any obligation for Mi {or
for Assignee) to take over EPFL's duty to do so towards its inventors regarding the EPFL
Shave.

ARTICLE 3 — NO WARRAWTIES - INDUMRNIFICATION

EPFL represents and warsnts that it is the sole cwner of all rights, title and {ntereat i and {0
the Fatonds, and that it has the wnreatticted power to assign the Paints hersunder. Apert fom
thiz, BPFL, muakes no warranty a5 to the Patents and/or jte sommercial exploitation. Nothing in
this Agreement shall be cowstrued as implied warrardies, inchuding bt not Boited &
warrantics of merchantability or fitness for a partieulsr parposs of the Patents. Nothing in this
Agreement shail be construed s waranly given by EPFL that the use or explolistion of the

Paterds shall not infringe intellechial property rights of third parties.

BPFL shall not be Hable for any divect, consequential, or other damages suffered by the
Assignes or MI, any Heensees or sublicenses, or any oihers resubting from the use of the
Lisensed Products andfor Processes.

Tefore the comreercialization of sny product sndfor ssrvice using directly o indirectly the
Patents, it is the sole responsibitity of MI or its Heensees or transferces to underiaks or have
nndertaken such investigations and tests as ave neceasary for the development of such praduct
and/or service. MI will decide af its own discrotion to grant Heenses on the Patents or make a

CONMFIDENTIAL BFFL refl6. 1287, 8.1718 Page 4 of & ‘5@

L
10

PATENT
REEL: 065783 FRAME: 0040



transfer of it M1 shall be eolely responsible for sny claime of third parties in connsstion with
such sotions, M agrese to obligaie sny Heenses io ndermify, defend, and hold EPFL
harmless against any such claim brought against EPFL,

ARTICLE 4 ~ ASSIGNMENT

in case the Patents and this Agreement shall be assigned by the Assignee and M fo 8 natural
or legal person whose sole business is solely related to the trade with and the snforcement of
patents (so called patents trolls), pricr written cousent of EPFL is required. This clause is
snforceable towards auy third party, incloding persons or erities which have control over the
Assignes or ML In all other cases, Assignee and M ars fee o tesmafer the Patents sndfor this
Agreement in their sole discretion,

ARTICLE 5~ DURATION AND TERMINATION

This Agreement shall become effoctive upen signature by the Parfes, and shall remain
effective wntll the expiration of all payment obligations heraunder.

ARTICLE 6 -~ APPLICABLE LAW AND PLACE OF JURISDICTION

This Agresment shall be governed by the substantive laws of Switzerland, The plase of
Bwlediction shall be Lausanne,

ARTICLE 7 - MIRCELLANGUS

1 Sale Agrcoment
This Agreement Iz the sole sgroament betwesn the Partizs on the subiect matter derein, and
supersedes and replaces all previous oral or writisn sgreements and wnderstandings.

7.2 Amendmendts
This Agreement may only be modified by sn amendment in writlng executed by dudy
suthorized offcers of the Parties.

7.3 No Ageney

Mothing herein shail be desmed o constitute sither Party as the agent or repressntgtive of the
other Party, or the Parties as jolnt venturers or partners for any purpoesss, Each Party shall be
an independent contractor, nol sn employee or pariner of the other. No Parly shall be
responsible for the acts or omissions of the other Party, snd nefther Party will have authovity
o speak for, represent or obligate the other Party In any way without prior wiitlen awherily
from the other Party,

T4 Use of MName
Meither Party shall use the name of the other Parly without the prior writien consent of the
other Parties.
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This Agreemeni in execulsd i two odglmels and duly sigeed by the suthorized
representatives of the Parties hereto, as primed balow

Feols Polvtechuigue Fédérale do Lausanme (EPFL)

Sigratires .

Cavolins Ky ber

.

Yice President for Finanees LF%»
g ¥

Max-Plamck-Gesellschafl mar Forrderung dor Wissenschafion oV,

o $

Tlana NNV
FIRGE 3 A
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Drater U3 Mg
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Signature

CONPIDENTIAL BRFPL refl$.1287, 61718 Pagrfof § ig’“

PATENT
RECORDED: 12/06/2023 REEL: 065783 FRAME: 0042



