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Patent Application

Mational

Aeronautics and

Space
Administration

i Assigﬁment to the Government and License to the Contractor
(Previously Elected Invention)

WHEREAS, - Abbott Ball Company {The Coniractor) & torporation organized and

existing under the Laws of the State of Connccticut - ; ;- and having its principal place of
business at - 19 lemad Place, West Hmtfmrd CT 06110 o . »
, the Contractor baving elected to retain title

under the provisions of 35 1.5.C. § 202 1o Subject Invention made in performance of work under a contract
between the Contracior and the Government of the United States of America (The Government) | the

Subject Invention being identified as:

58?5&1 No.: 12/544,742 B , Filed: Qggg()jgggg) ’

Patent Number: §182.741 | 8 Issued: 05/22/2012
Application Executed on: gg/20/2000 Contract Number:

Title: Ball Bearings Comprising Nickel-Titanium and Methods of Manufacture Thereof

Inventor(s): Christophier Dellacorte (WASAX GRC) and Glenn (3 cuon (Abﬁmu Ball C ompfmy)

NASA Case No.: LEW-18476-1

WHEREAS, the Government as represented by the Administrator of the National Aeronautics and Space
Administration (NASA), is desirous of acquiring an asslgnmani of the mvemlm disclosed in sasd application
and other rights and benefits herein granted: and

NOW THEREFORE, in consideration of the contract and other benefits attributable to the contractual
relationship, the Contractor hereby assigns dnd transfers to the Government the full and exclusive right in and
to said invention withir the United States of America, its territories and possessions, and the entire right, title
and interest in and to said application, and any applications continuing therefrom and such Letters Patent as
may issue therefrom. ; : -

The Contractor also grants to the Government, an assignment of the foreign rights in and to said invention,
including rights of priority under the International Convention of Paris {1883} as amended.

The Contractor hereby covenants-that it has the right to grant the foregoing assignments.

The Contractor further agrees to make, execute and/or déliver to the Government, upon reguest, but at the
expense of the Government, any and all data, drawings, notes, reports, information, papers; documents,
affidavits, statements, or other items necessary in the prosecution of said application and of any applications
continuing therefrom or applications for reissue or reexamination of said Létters Patent, or of any foreign
patent application; continuing therefrom, and to assist the Government in every way in protecting said
invention as may be required, provided that-any expense arising through such assistance will be paid by the
Government.
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FURTHER, the Contractor hereby retains, pursuantio NASA FAR Supplement, Subparf 18-27.3, a revocable,
nonexclusive, royalty-free license throughout the world in the Subject Invention in each patent “application
filed in any country on the invention and in any resulting patent in which the Government acquired title. The
license extends to the Coniractors domestic subsidiaries and affiliates, if any, within the ccrmz‘ate stmcture
;}y; of which the: Cmtr&ctmr is.apart and i includes the right to grant &ubhcems&s of the same sr:ope 1o tha axmrzi
the Contrac;ior was legally obligated to do so at the time the contract was. awarded. The license’is
transferable only with the approval of NASA, except when transferred to the successor of the part of the
Contractor's business to which the invention perfains. The Contractor's domestic license may be revoked or
modified by NASA to the extent necessary {o achieve the expeditious praclical application of the: Subject
Invention purstant to an application for an exclusive hicense submitted inaccordance with the Department of
Commerce Patent Licensing Regulations. This license will not be revoked in that field of use or the ‘
. ‘geggraphaca dreas in which the Contractor has achieved pract ical appli caiton and continues to make the
benefits of the mves‘mon reamnab!y accea&;lbie to the public. The license i in any foreign country may be ‘
“revoked or modified at the discretion of NASA to the extent the Contractor, its licensees, or its domestic
subsidiaries or affiliates have failed to achieve practical application in that foreign couniry. Before revocation
or modification of the license, NASA will furnish the Contracior a written notice of its intention o revoke or
modiy the license, and the Contractor will be allowed 30 days (Or such other timie as may be authorized by
NASA for good cause shown by the Contractory after the notice to show cause why the license should not be
‘revoked or modified. The Contractor has the right to appeal, in accordance with the proceduras set forth in
~ the Department of Commerce Pamnt L icénsi ﬂg Ragu atmns from any dea sion G{mmm ng the feswc:atmn or.

modif“ catlmn of ity laenge

The Contractor

5 executed thi sinstrtsmem by its legally authorized representative on

NAME { Type or prmt}

SIGNED

TITLE {(Of Corpaorate Officer) &/s‘“ € “Si/&imsﬁ“ -

- NOTE - This instrument conveys fitle to NA SA after application i‘zagbeer}jﬁl@d by 5B, CU or NF contractors..

NASAForm 1808 .12/00 {1.1) DEC 2000 PREVIOUS EDITIONS ARE OBSOLETE. PAGE.2 OF 2 PAGES

PATENT
REEL: 069883 FRAME: 0325



From: Craig Bond

To: Earp. Robert Harris, (GRC-GO00Y; drodrigues@cantorcolburn.com

Cc: Craven, Shawanda (GRC-GOOOY: Craig Bond

Subject: [EXTERNAL] RE: URGENT - Abbott Ball assignment to govt needed for Maintenance Fee Payments
Date: Wednesday, January 15, 2025 3:33:46 PM

Attachments: image00i.png
Al Nitinol011525 . pdf

Sorry, this took longer than anticipated. We wanted to continue to keep these patents
longer however the cost without any benefit forced us to not renew. | have signed the
release to you. All three were scanned together and are attached.

Craig W. Bond
President/CEO

The Abbott Ball Company
+1 860-236-5901

From: Earp, Robert Harris. (GRC-GO00) <robert.earp@nasa.gov>

Sent: Tuesday, January 14, 2025 4:16 PM

To: Craig Bond <cbond@abbottball.com>; drodrigues@cantorcolburn.com

Cc: Craven, Shawanda (GRC-G000) <shawanda.craven@nasa.gov>

Subject: URGENT - Abbott Ball assignment to govt needed for Maintenance Fee Payments
Importance: High

?zé You don't often get email from gobert earp@in ov. Leam why this is imporiant

Dear Craig and Dr. Rodrigues:

NASA and Abbott Ball co-own three U.S. patents: 8,182,741; 8,377,373; and 9,393,619. NASA
recently became aware that Abbott decided NOT to pay the maintenance fees for these

cases. In such situations, NASA sometimes determines that it would like to pay the
maintenance fees and keep the patents in force. NASA has decided to do so in this case. Itis
my understanding that Abbott has been paying the Small Entity maintenance fees for these
cases. Payments made by NASA must be made under the Large Entity schedule.

For NASA to pay these maintenance fees, it is my understanding that NASA needs to enter the
Patent Office record and change the correspondence address to NASA and change the fee
payment to the Large Entity charge. To do this, we must file an assignment from Abbott to
NASA for each of these cases. In consideration for these assignments, NASA’s standard
practice is to enable our partner to retain a royalty-free license to practice the patents.
Attached are the Assignments to the government (after previously election) forms for each
case.

Unfortunately, time is of the essence as the increase in Maintenance Fee charges is set {o go
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into effect 1/19/25. As such, NASA would greatly appreciate Abbott’s urgent return of these

executed Assignments so NASA can handle these matters immediately.

I'm also sending this email to Dr. Rodrigues, your identified outside counsel, to ensure proper
transmission if you are no longer receiving emails. As such, NASA would greatly appreciate an

immediate response indicating that at least this email transmission has been properly received

by either vou or Dr. Rodrigues, | am happy to discuss this situation in greater detail if
necessary.

If you have any questions, please contact me.
Regards,

Bob Earp

Robert H. Earp, il

Patent Counsel

Office of the General Counsel

NASA Glenn Research Center

Desk: 216.433.3663 || Legal Office {Main Line): 216.433.4322
EM: Robert.Earp@nasa.gov

CONFIDENTIALITY NOTICE: This email, including any attachments, contains information that is confidential, protected by the attorney-
client or other applicable privileges, or constitutes non-public information. It is intended only for the designated recipient(s). If you are not
an intended recipient of this information, please take appropriate steps to destroy this email in its entirety and all copies of the original
message, electronic or otherwise (including any and all attachments), and notify the sender of its destruction. Use, dissemination,
distribution or reproduction of this information by unintended recipients is not authorized and may be unlowful.
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